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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election with traverse of Group I, claims 1 and 3-9, in the response filed on 
03/26/09 is acknowledged. The traversal is on the grounds that there is no undue burned in 
examining both the group I and group II claims. Applicants further argue that the groups of 
claims are not so unrelated as would require a burden beyond that of the normal burdens of 
examination. This argument has been considered, but not found persuasive. MPEP § 808.02 
recites that for the purposes of the initial requirement of a restriction, a serious burden on the 
examiner may be prima facie shown if the examiner shows by appropriate explanation either 
separate classification, separate status in the art, or a different field of search as defined in MPEP 
§ 808.02. Group I is classified in class 428/212 while group II is classified in class 356/71. Since 
the Examiner has shown a different classification for the two groups of claims, a burden for 
examining both groups has been shown. 

2. Moreover, since it was shown in the initial restriction requirement that the separate 
groups did not relate to a single general inventive concept under PCT Rule 13.1, the restriction 
was proper. 

The requirement is still deemed proper and is therefore made FINAL. 
Claims 1 and 3-9 are currently under examination on the merits. Claims 2 and 10-18 are 
withdrawn from consideration for being drawn to non-elected subject matter. 

Drawings 

3. Figures 1 and 2 should be designated by a legend such as -Prior Art- because only that 
which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in compliance with 37 
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CFR 1.121(d) are required in reply to the Office action to avoid abandonment of the application. 
The replacement sheet(s) should be labeled "Replacement Sheet" in the page header (as per 37 
CFR 1.84(c)) so as not to obstruct any portion of the drawing figures. If the changes are not 
accepted by the examiner, the applicant will be notified and informed of any required corrective 
action in the next Office action. The objection to the drawings will not be held in abeyance. 
Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 1 and 3-9 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 1 recites the phrase "predetermined condition" which is vague 
and indefinite in that it is unclear what qualifies as being "predetermined." The examiner notes 
that under the broadest reasonable interpretation this would include the condition of specifically 
removing portions of the breakable print recording layer (i.e. even by a knife) and would 
therefore be applicable to almost any layer (i.e. almost any layer is considered breakable under 
certain predetermined conditions). 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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7. Claims 1,3,4 and 6-9 are rejected under 35 U.S.C. 102(b) as being anticipated by Uyama 
et al. (U.S. 5,700,550). 

8. Regarding claims 1, 3, 4 and 6-9, Uyama et al. discloses an anti-counterfeit 
discrimination medium made up of a transparent multilayer film having layers of different 
refractive index (C5, L60-C6, L20). A breakable print recording layer, 18, is disclosed to be 
selectively separated from the overall discrimination medium at certain locations (Fig. 4 and 6, 
C8, L35-C9, L30). A color print layer is disclosed, 12 or 28, (Fig. 1, 15-17, C5, L15-30 and 
CI 7, L35-C18, L10), as having the same color as the multilayer film. A hologram layer, 4, is 
disclosed (C5, LI 5-30). The separation of the layer 1 8 is disclosed as occurring during the 
peeling of the structure off of the article (C8, L35-C9, L10). In Fig. 9A and 9B an embodiment 
is shown in which two separate-able layers, 18 and 16, are included on both sides of the 
multilayer film, 10. The layers 18 and 16 are considered print recording layers in that they have 
printed material (i.e. at least color layer 12) attached to them, directly or indirectly, in their 
unseparated state. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

1 1 . This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

12. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Uyama et al. (U.S. 
5,700,550), as applied to claim 1 above. 

13. Regarding claim 5, Uyama et al. discloses all of the limitations as set forth above. 
Additionally, Uyama et al. discloses that the base layer, 82, in Fig. 16 A and B, which is adjacent 
to the multilayer film, is a black layer (CI 8, L30-35). While layer 82 is not an adhesive layer it 
is the background against which the multilayer transparent film, 10, is to be observed in the same 
way as the adhesive layers of the other embodiments and therefore one having ordinary skill in 
the art would have found it obvious to have provided the adhesive layers with black pigment for 
the purposes of enhancing contrast in the same way that the black layer 82 enhances contrast in 
the embodiment of Fig. 16A and 16B. 
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Conclusion 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL B. NELSON whose telephone number is (571) 270- 
3877. The examiner can normally be reached on Monday through Thursday 6AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Sample can be reached on (571) 272-1376. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/David R. Sample/ 

Supervisory Patent Examiner, Art Unit 1794 

/MN/ 
04/23/09 



